REMARKS 

Claims 1, 3, 4, 6-8, 1 1-13, and 29 are pending in the present application. 
Reconsideration of the present application in view of the following remarks are respectfully 
requested. 

Claims 1-13 have been rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over U.S. Patent No. 5,843,172 to Yan ("Yan") in view of U.S. Patent No. 
5,205,921 to Shirkanzadeh ("Shirkanzadeh"). Applicants respectfully disagree with this 
rejection. Also, it should be noted that claims 2, 5, and 9-10 were previously cancelled. 

Applicant respectfully submits that a finding of obviousness requires that the 
prior art both suggest the invention and provide one of ordinary skill in the art with a 
reasonable expectation of success. In re O'FarrelU 853 F.2d 894, 904 (Fed. Cir. 1988); In re 
VaecK 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). Further, where combinations of 
art are involved, there must be a reason or suggest in the art for combining the art as 
proposed. In re Otiker, 977 F.2d 1443, 1448 (Fed. Cir. 1992). In order for the cited 
references to be combined together to render the claimed invention unpatentable, the 
references must provide some motivation to make the combination. Northern Telecom, Inc. 
v. Datapoint, Corp., 908 F.2d 931, 934 (Fed. Cir. 1990) (it is insufficient that the prior art 
separately discloses the components of the claimed invention; there must be some suggestion, 
teaching or incentive in the prior art to make the combination made by the inventor). 
Moreover, the Federal Circuit has made very clear that "[o]ne cannot use hindsight 
reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention." In re Fine, 837 F.2d 1071, 1075, 5 U.S.P.Q.2d 1596, 1600 (Fed. Cir. 
1988). The motivation to combine the references must be provided in the references, not 
from the Applicant's invention. 

Yan discloses a metallic stent, which is used in a body lumen, i.e. soft tissue, 
having pores in the metal for containing a medication. When the stent is implanted, the 
medication is released from the stent. {See abstract). However, Yan does not teach a method 
involving an electrode for depositing its releasable medication into the pores of its stent. 

Shirkanzadeh does not remedy the deficiencies of Yan. In particular, 
Shirkanzadeh also does not teach a method involving an electrode for depositing into pores of 
a medical device a medication or compound that is releaseable from a medical device. 
Instead, Shirkanzadeh teaches a process for depositing an adherent ceramic compound onto, 
not into, the pores of a prosthesis. This prosthesis is for use with hard tissues, such as an 
orthopedic prosthesis, artificial teeth (col. 1, lines 14-16), and knee or hip replacement 
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prostheses (col. 2, line 20). Also, contrary to the Examiner's statement that "some portion of 
the coating of Shirkanzadeh will be released in the body" (page 4 of the Office Action), 
Shirkanzadeh teaches that the deposited ceramic compound will form part of an adherent 
film. In fact, Shirkanzadeh does not disclose or suggest that its deposited material is 
releasable. Instead, Shirkanzadeh states that the coating containing the deposited ceramic 
compound remains on the implant as an "adherent film" (column 2, lines 44-45) and the 
coating is "firmly adhered to the substrate" (col. 3, lines 35-39). This adherent film is 
biocompatible so as to promote bone in-growth onto the prosthesis. Specifically, 
Shirkanzadeh teaches that coating containing the deposited ceramic compound is adherent to 
the prosthesis so that the prosthesis would eventually bond chemically to the bone structure 
(col. 1, lines 14-19). The bonding is described as a mechanical interlock between the metal 
and bone (col. 2, line 67 to col. 3, line 4). Hence, Shirkanzadeh teaches that the ceramic 
compound that is deposited using the electrode is adherent to or not releasable from the 
medical device. Therefore, instead of disclosing or suggesting the present invention, 
Shirkanzadeh teaches away from using an electrode to deposit a releasable compound such as 
a biologically active material in the voids of a prosthesis. 

Applicant further submits that even if the combination of Yan and 
Shirkanzadeh discloses the present invention, which it does not, that there is no motivation to 
combine the teachings of Yan and Shirkanzadeh. First, Yan and Shirkanzadeh each teaches 
medical devices designed for very different uses. As discussed above, Yan teaches an intra- 
vascular prosthesis, such as a stent (col. 1, lines 7-10), which is used for a body lumen or soft 
tissue. On the other hand, Shirkanzadeh discloses prosthetic devices for use with hard tissue, 
such as bones and teeth. Thus, one skilled in the art would not be motivated to combine 
Shirkanzadeh and Yan because each teaches a device that is used in significantly different 
tissue types, Le., and soft tissue versus hard tissue. 

Moreover, Yan teaches a medical device in which a medication is releasable 
from the medical device. In contrast, Shirkanzadeh teaches that its coating which is formed 
by depositing of a ceramic compound, is an adherent or non-releasing film. Thus 
Shirkanzadeh teaches away from a medical device that includes a releasable material. 
Accordingly, one skilled in the art would not combine Yan with Shirkanzadeh since one 
teaches a medical device that releases a compound and the other teaches a medical device 
that has a non-releasing, adherent coating. Thus, there is no motivation to combine Yan and 
Shirkanzadeh because each calls for different results, e.g., a medical device that releases a 
compound and a medical device that does not. 
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Accordingly, it is believed that independent claim 1 and 29 and the claims 
depending therefrom, are patentable over Yan and Shirkanzadeh, whether taken alone or in 
combination. Thus, withdrawal of this rejection and allowance of claims 1, 3, 4, 6-8, 11-13 
and 29 are respectfully requested. 

Claims 14-19 and 27 are rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Yan in view of Shirkanzadeh as applied to claims 1-13 and further in view 
of U.S. Patent No. 4,101,984 to MacGregor ("MacGregor"). Claims 14-19 and 27 were 
canceled in the amendment filed December 29, 2004. Rejection of these claims are rendered 
moot in view of the cancellation. 
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EL CONCLUSION 

In view of the above remarks, it is believed that the rejections have been 
overcome and that the present application is in condition for allowance. Should the Examiner 
not agree with Applicant's position, then a personal or telephonic interview is respectfully 
requested to discuss any remaining issues and expedite the eventual allowance of the 
application. 

Respectfully submitted, 
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